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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-8 and 20, drawn to a process of aligning discs in a disc drive, classified 
in class 29, subclass 603.03. 

II. Claims 9-17, drawn to a product of a disc drive, classified in class 360, subclass 
98.08. 

III. Claims 1 8 and 19, drawn to assembling a disc drive with a carrier, classified in 
class 29, subclass 603.19. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions of Groups I, III and Group II are related as process of making and product 
made. The inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) that the 
product as claimed can be made by another and materially different process (MPEP § 806.05(f)). 
In the instant case, the final structure of the product of Group II can be made by a materially 
different process, such one that assemblies the prewritten discs altogether simultaneously, 
without any repetition of steps. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. Inventions of Groups I and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are shown to 
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be separately usable. In the instant case within the process of making, the invention of Group I 
has separate utility such as a step of aligning, that is not required in Group III. The invention of 
Group III also has separate utility, such as a carrier that is not required in Group I. See MPEP § 
806.05(d). 

5. Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 

6. During a telephone conversation with Randall K. McCarthy on March 16, 2004, a 
provisional election was made with traverse to prosecute the invention of Group I, claims 1-8 
and 20. Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 9-19 have been withdrawn from further consideration by the examiner, 37 CFR 1.142(b), 
as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

8. Claims 1-8 and 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In Claim 1, the phrase of "the position" (line 14) lacks positive antecedent basis. 
In Claim 2, the phrase of "the number of discs" (line 1) is unclear as to whether this is 
referring to a new set of discs, or if the phrase is referring to the previous phrase of "a number of 
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prewritten discs" (lines 1-2 of Claim 1). The same problem also occurs similarly in each of 
Claims 3 and 4. 

Furthermore with respect to Claim 2, Claim 2 in its' entirety contradicts Claim 1 because 
while Claim 2 requires the number of discs to be one, Claim 1 requires there to be more than one 
disc, or a plurality of discs. Which is correct? 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Morehouse 
3,824,572. 

Morehouse discloses a method of assembling a disc drive comprising: placing a first 
prewritten disc (40 or 41) about a spindle motor hub (pack housing 31) of the disc drive; aligning 
a disc alignment mark (inner hole surface of either one of disc 40 or 41) of the first prewritten 
disc against the spindle motor hub (shown in Fig. 3); applying a corresponding biasing force via 
springs 24a, 24b to the first prewritten disc to pressingly engage the first prewritten disc against 
the spindle motor hub; repeating the above steps for more or each of the prewritten discs in a disc 
stack assembly; and clamping the prewritten discs with a disc clamp (either one of claims 23, 24, 
36 or 37) to secure a position of each prewritten disc relative to the spindle motor hub. It is 
noted that the discs are considered to be "prewritten" with a prewritten servo pattern to the extent 
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that when the disc is removed for servicing, the disc is reassembled onto the spindle motor hub 
with a preexisting or prewritten servo pattern or servo track (see col 2, lines 39-44). 

Regarding Claim(s) 2, as best understood, Morehouse shows at least one disc 40. 

Regarding Claim(s) 3, Morehouse shows more than one disc 40, 41 . 

Regarding Claim(s) 4-6, Morehouse shows that the biasing forces being applied by at 
least two of the springs 24a, 24b (in Fig. 1) at even angular intervals from the center of the 
positioning rotor 16 about an outer diameter of all of the prewritten discs with another two 
springs directly across from a selected disc stack having biasing forces in an opposite direction, 
or an opposite biasing direction. Since the discs are in a stack (as shown in Fig. 3), the claimed 
"biasing direction" can broadly correspond to any disc above or below a selected disc within the 
stack. In Figure 3, Morehouse shows 15 discs, which when multiplied by the number four, since 
there are four disc stacks, results in an "even" number of discs, i.e. 60 discs total 



Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 7, 8 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Morehouse in view of Horning et al 5,987,735. 

Morehouse discloses the claimed manufacturing method as relied upon above. 



Morehouse does not mention that one of, or all of the manufacturing steps above, are performed 



Application/Control Number: 09/98 1 ,556 Page 6 

Art Unit: 3729 

by a robotic assembly as well as one of the steps being performed by a human worker on an 
assembly line. 

Horning teaches a manufacturing method of assembling discs on a spindle motor by 
repetitive steps of placing, aligning and applying a force to each disc with the use of a robotic 
assembly in an assembly line (see col 11, lines 48+ and Fig. 2). Furthermore, it is understood 
that at least one human worker is needed on the assembly line to, for example, view the 
computer screen shown in Figure 4. The benefits of the Horning manufacturing process allows 
for a more automated process that exceeds expectations of manually assembling the discs (see 
col. 6, lines 39-55). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the method of Morehouse by either using a robotic assembly or a 
human worker, as taught by Horning, to positively allow a more automated manufacturing 
process of assembling disc drives. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to A. Dexter Tugbang whose telephone number is 703-308-7599. 
The examiner can normally be reached on Monday - Friday 7:00 am - 3:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on 703-308-1789. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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